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RESPONSE TO PETITION 

UNDER 37 CFR 1.182 
SEEKING SPECIAL 
TREATMENT OF DISCLOSURE 
STATEMENTS , AND 
DECISION ON PETITION 
UNDER 37 CFR 1.183 
SEEKING WAIVER OF 
REQUIREMENTS UNDER 
3 7 CFR 1.9 8 



This is a response to a petition under 37 CFR 1.1B2 filed on 
Anril 12 2002 and supplements filed on July 1 2002 and on July 
l5"2002 f . The 1 1.18§ P petition requests special treatment of 
Hiqrlnsure statements filed pursuant t9 37 CFR l.yb. 
Additional!? the petition requests waiver of the rules which 
waiver is treated as a request under 37 CFR 1.183, for reliet 
from the current requirements for Information Disclosure 
ltatemSnts U 5ndS s/cFR 1.98 The request f 9^^?^ J 1 | reatraent 
and waiver are made in view of the need to file multiple 
annlications relating to different aspects of a particular . 
invention The § 1 182 petition also contains a request seeking 
permission to submit prior art submissions on compact disc and 
the establishment and searching of an Official classification is; 
based on the prior art submission. The petition under 37 CFR 
1 183 is revesting relief from the § 1 . 98 provision which 
reauires filing Paper copies of references m each of many 
related applications where the references are seing cited cy 



ipp 

Petitioner . 



The petition under 37 CFR 1.182 requesting special treatment of 
disclosure statements, and the petition under 37 CFR 1.183 L - 
Warding the "Emission of a reduced number of paper copies of 
IDS references is anted IN PART to the extent set forth below. 

The Decision is set forth in five parts: 

Part I. Background , .. 

Part II. Petition Under 37 CFR 1.182 - Special 

T r e a t me n t 

Part III. Petition Under 37 CFR 1.183 - Paper Copies 

Part IV. Summary 

Part V. Further Correspondence 

Part I . Background 

ThP instant application filed under 35 U.S.C. Ill is one of about 
330 U?S SpplScitiSs (either filed or to be filed) relating to 
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different aspects of an invention listed in the July £ 4 JOM 
supplement to the petition. An J?? 6 ?™ cl ?ne applications hive 

Center 2800 indicates aPP ro ^^ t fi^^P°i 0 q V center 2800. The 
blen classified for examination in Technology Center 

balance of about 3 ?, a P?i^ a ^ 1 1 °Slement to the petition indicates 
SS^S'lSor*^ nas in excess of 400 

reference citations. 

Petitioner's submission of an Information Disclosure Statement is 
taken as an attempt to comply V^h 37 CFR l^^lK I »l 

Part II. Petition Under 37 CFR 1.182 - Special Treatment 

The petition requests the establishment of an ^"i^^^ps 

23 8 ?n^ C ShS°SxSSnSS X gi requ?re?to r ^rch that classification. 

As is the case with all search Digests their .creation and^ ^ 
usefulness is . continually evaluated. ineurr discover ed. 
place appropriate references in Digests as tne^ citation , 
np-ho nffire will not commit to placement- ui . n ' noC f foi 

made in all of the bulk filing applications in any Dige st (s) as 
^particular relevancy of tSe citations at thi t™ Q « of any 
uncertain because Petitioner has suppliea no e y digest (s) 

of the citations. . T 5 e °"^ e n ¥ x ihe bulk filing applications as 
created be searched for each of the bulK riii 9 . within 

the appropriate search for any P^ticular apj^ examiner faased on 
the determination ana discretion uj. -m^ 
the claim (s) of that application. 

The petition also mentions the submission of ad d it i^copies of 
the references on compact disc for the ~*a m "~t oies wi n not be 
which appear to be courtesy copies Courtesy copies fce 
made part of the Official record ot any jgp submission of an 

relief upon for meeting any requirement tor u ff . ■ t 
information disclosure statement. T^re ^3 formats and 

information in the petition concerning cne other 
software requirements to accord the compact aib y procedure 

status. Further as discussed below the « c g ies f or 

for electronically submitting citations wil f * clear why 
an information. Disclosure Statement Hence it is grante d 
relief is required under § 1.182. in view or concer ning the 
b com?Sct a §?sc h iubS?sI?on: f nS fSr^eVliscSslion of the compact 
diScsis required in this decision. 

Petition under § 1.182 is Dismissed. 
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Part III. Petition Under 37 CFR 1.183 - Paper Copies 

n ppr 1 98 reauires that any information disclosure statement 
provide a cop^of all patent*, publications or other information 
submitted uncler 37 CFR 1.97 for consideration by the Office. 37 
Si 97 notes that information disclosure statements are 
considered "regard to the application in which they are filed. 
See also MPEP 609, pages 600-118 and 600-119. 

p - npr roD ip S . petitioner notes that the instant application is 
one of aEout 33 0 bulk filing applications that will be or have 
betn filed in regard to a particular technology. Accordingly 
Petitioner requests that individual paper copies of each , citation 
brough? to the attention of the Office in regard to the instant 
individual application, the "holding" application not be 
reauired to be submitted in each related "bulk filing" 
application Rather, it is requested that three . complete sets of 
paper copies be permitted to be filed as a substitute for filing 
in each application. 

Rather than be required to submit, via a paper copy, 400 
reference in each of 330 applications, Petitioner seeks to have: 

(1) Three complete sets of paper copies of each IDS citation 
submitted; 



as 
f 



(2) One application (the instant application) identified 
a "holdina" application which would contain one complete set o~ 
paper coSfesE? references; the paper copies of U.S. patents to 
!be submitted in only the "holding" application; 

(3) The other related pending U.S. applications, hereafter 
referred to as the "bulk filing" applications be exempt from 
containing a paper set of the references,; the bulk filing 
aSplicStiEns Sill contain other information, e.g., a copy of the 
dlEision on petition permitting such procedure, a .copy of the 
Form 1449 (or equivalent) . The petition does .not indicate whether 
t°e -ape? references that are to be submitted as a numbered 
compenSiura, which numbering will correspond to the numbering m a 
PTO-144 9 form. 

(4) The information supplied via the bulk filing IDS will be 
updated approximately monthly. 

Once past the initial IDS submission, the petition proposes the 
waiver to apply to updates. 

Suspension of action: In view of the use of the instant 
^nnliration as a holding application to contain a complete set 
ofpaplr ESpies of rifefenEl citations, which can be consulted by 
the examiner when examining any of the other bulk filing, 
applications that have a Form 144 9 but not the paper copies of 
tne references), the petition does riot address how upon allowance 
tht instant holding application will be treated. Whether the 
application can remain as the holding application without a 
tension of action is not addressed. An alternative not 
dis^sXd in the petition is that an alternate application may be 
designated as the holding application. 
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I'l-h it' ~ Sf.s-s ;».s»rs s - s=t s" s .» ..-.»■ 

written : 
event, a 

t0 £rllTioT^^^ to compliance 

m ^' K i 5?i5w 2? without formal notice thereof , and no, 
SaLition/continuing period after termination is required. 

Petitioner intends to ci^^veiy^^^^,^ Nq references W1 11 

ulative of those 
At least 30 of 
ies that they 

in 5 .technology centers outsiae ^S^Sio^ilf be® examined in 
applications outside Technology tenter copies in Technology 

areas without convenient access to tnepp requested more 

-i i T^n ^nnl ications will attoru. it i& uuL r , , . , _ 
? ati?i 4Sy P c|i| ?v every reference in ^eSffi^SS^d.by 

l h f V sS n/g | KoUr of tje burden J§ f filjng Pg« -pies 

-In annlications outside lecnnoxuyy ucAiud. *u ^ Tt- -1 c 

addit?onal burden on the examiners of ^^e applications It is 

SiESnlS-^h^Sffil ffiJ^S^S^" not 

SSSSSS^eS'Shy'i "iiver^ "o? ^^application's filed outside 

Technology Center 2800 is necessary. 

• ■ 11 rw i iR-? nrovides relief for extraordinary 

Decision: 37 1.183 e provideB s suspension of an^requirement 

ations which is not a requirement of the statutes. 



Cent 
acc 
for 



situations , 

?ne t iLtlt 1 peti?ionurges°th« SorSnly-iould" applicant be 



of 



■The instructions for submitting an e-IDS can be downloaded 
http://www.uspto.gov/ebc/efs/downloads/documents/EFSePAVE_April23 
.pdf . 
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Technology Center 2800, on balance the burden on Petitioner is 
substantially , less . to g^^e a n additional paper cg|v. . 
application with significantly J«s oeneii l applications 
?ne requirement. . Further_ with respect to otner^py no 



?nS A SSire\nentT "Further 

hal ?S??tiSnS?SiSrls1SS altlrna^ve'methods of compliance. 



forth below. 



The § 1.98(a)(2) requirement for (the ^mission of, a copy °f. n 
each IDS citation in a bulk filing n l§ P in Technology Center 2800 
£ov££5 ^haJ n ?hi P ?oi^wiSr 9 e c?nd?SonS Ire cotnpHed with: 

1) Three paper copies of each IDS citation are or have 
been submitted to the Office; 

P _- h fhulk filinq) application for which waiver of 

-if ko> sSStsHh- ^iSlSn^u.a.c. ».. 

oras containing related technology; 

3) The information is or has also been cited in the 
holding application; 

Note:. Applicant is not required to cite in each bulk^ 

filing application every .item ^ J-f^JJd be cited in each bulk 
instant folding, application - Items g^ a g *%££ te £teriality to 
MrSSguiSfcSSiS i^thfbSlffulng application and what 
each piece of information teaches. 

Vofln igs n ?itlSSn e in ( ISotn£ e r SSS'r fTfng t0 ^ 
application! SLrS SI citttiSn is not, or has not been, made m 
the instant holding application. 

4) A copy of this Decision is filed in each bulk filing 
application for which waiver is requested; 

5) Explanatory information related to a ^ticular 
citation, such as the concise explanation of a to^ g 9 
^?icS?ion^Sst^e- sailed' iS'elch bulk filing application 
where the citation is made. 

6) The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to S ^(a) <? ) ^Jthou^ 
provision of reasons . In such even a supp lied in all 

given where paper copies would have to De sup^ termination 

Vjh^waivlr bf desired'bf thf Office* the Office will provide 
SriS^SXf^ of record ^ § 

Termination by aPP 1 ! 03 "^ may bebyretur ana no 
Jrl^?^«fnSi^ r p-iSfaf?e^"SfnS?oS°is retired. 

7) The grant of the § 1.183 petition re § 1.98(a)(2) does 
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_ • x-^t-o thxr t-hp Office would favorably treat a petition to 
not indicate that the ur rice wu th l ns tant holding 
suspend action under § 1 • ^JU) should cne insc cat ? on a s 

ap Fiiris°Sot%lei°to d teminStS C i t eit%. (1) as a 

^LSS P tS C ge 1 ?i?4d°Svii > after patent issues ( 35 9 U . S . C . 

301 37 CFR 1.501, and MPEP 2202) ^ instant 

application become abandoned, the 
nf nacer copies of new citations 

interest of the Office to do so. 

o i There will be no waiver of any aspects of 37 CFR 1.98 
in any application after allowance or final rejection of that 
application . 

9) The copies will be submitted as a compendium with the 
reference numbering in the Form 1449 corresponding to the 
prelentatiSS of the references in the compendium. 



Part IV. Summary 



compliance with 37 CFR 1.56. 

The Pet itign under 37 CFR ^^^irla^on^re^Ittrnf " 
SLSSfo^h? W^cSy'reSJreienPfor /fission ,n every 

following is not agreed ^ P^^hnol^cSSr"" 

in applications examined outside Technology center 

the°creation of Official search classifications and the 

_ ^SsSSuffiiSSt'Sf^Official -arch classification 
containing all of the references cited in the IDS and 
that the examiners be required to search that 
classification . 

Part V. Further Correspondence 

Any correspondence with respect to this matter should be 
addressed as follows: 

Bv mail- Assistant Commissioner for Patents 

y Box DAC 

Washington, D.C. 20231 
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